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Abstract

Trade dress, as an examples of non-traditional trademarks, is defined as
a product’s total image or overall appearance. To be protectable, trade
dress must be nonfunctional. Currently many pharmaceutical
companies registered mostly shapes, colors, and color combinations of
their pharmaceutical products as trade dress. However, some national
courts invoking the functionality doctrine, have revoked or invalidated
the pharmaceutical trade dress for competitive reasons or those
associated with patients’ health. This paper using library resources and
analytical-comparative method seeks to review and compare the
legislative approaches adopted by Iran and other countries on the
registrability of trade dress in the pharmaceutical field and to examine
the capacities of the functionality doctrine to prevent anti-competitive
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effects and risks related to the patients’ health. The findings indicate
that according to Article 32 of the 2007 lranian Law on Patents,
Industrial Designs and Trademarks and Article 105 of the new
Industrial Property Parliamentary Plan, it is possible to register trade
dress for pharmaceuticals, nevertheless, there is no provision regarding
the exclusion of functional features from the scope of trademark
protection. Failure to recognize functionality doctrine in the present
legislations may have adverse effects on competition and patients’
health. Therefore, it is appropriate to review and amend existing
regulations.

Keywords: Trade Dress, Functionality Doctrine, Generic Substitution,
Patient Adherence, Placebo Effects.
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1 Non-traditional trademarks.
2 Trade dress.
% Source Identifier.
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5 Utilitarian.

6 Aesthetic.

" Anuja Saraswat & Kirit P. Mehta, "India: Colour As A Trade Dress In The
Pharmaceutical Industry”, Khurana and Khurana, (2022), available
at:https://www.mondag.com/india/trademark/1157098/colour-as-a-trade-
dress-in-the-pharmaceutical-industry. last visited December 5, 2022.
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L Arul Scaria George & Mammen Kavya, "Non-traditional Trademarks
in the Pharmaceutical Sector: Non-traditional Barriers to Access to
Medicine?" The Protection of Non-traditional Marks: Critical
Perspectives, Oxford University Press, (2017), 19, at 3. Irene Calboli,
"Beyond Patents: The Problems of Non-Traditional Trademark
Protection for Medicines and Health Technologies”, 11C-International
Review of Intellectual Property and Competition Law, (2020), 51.1, at
2.

2 Barbara J. Phillips. et al, "How visual brand identity shapes consumer
response.” Psychology & Marketing, (2014), 31.3, at 226.
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2 Xiaoren Wang, "Aesthetic Functionality at a Crossroads: What a
Troublesome Doctrine Can Learn from Its Past”, Chi.-Kent J. Intell.
Prop, (2019), 19, at 375-376.

Inwood Laboratories, Inc. v. Ives Laboratories, Inc. (1982). 456 U.S. 844,
102 S. Ct. 2182, 72 L. Ed. (2d) 606, At 864.

* TrafFix Devices, Inc. v. Marketing Displays, Inc. (2001), 532 U.S. 23, 121
S. Ct. 1255, 149 L. Ed. (2d) 164, at 29-30.

% Signe H. Naeve, "Heart Pills are Red, Viagra is Blue-When Does Pill Color
Become Functional-An Analysis of Utilitarian and Aesthetic Functionality
and Their Unintended Side Effects in the Pharmaceutical Industry”, Santa
Clara Computer & High Tech. LJ, (2010), 27, at 304-305.
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bioequivalent medications" Journal of Managed Care Pharmacy, (2011), 17.4,
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8 Aaron S Kesselhei. et al, "Burden of changes in pill appearance for patients
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cohort and nested case—control studies”, Annals of internal medicine,
(2014),161.2, at 101.
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